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A World Intellectual Property Organization (“WIPO”) Administrative Panel recently 

rejected a complaint by the owner of the ARMANI trade-mark to have the domain name 

“armani.com” transferred to it.1  This case raises a number of procedural and 

substantive issues which are of interest to the Intellectual Property Bar.  The parties to 

the case were G.A. Modefine S.A. of Lausanne, Switzerland, the Respondent, A.R. 

Mani, a graphic designer resident in Vancouver, British Columbia and Network 

Solutions, the registrar of the domain name under dispute.   

 

The WIPO panel not only rejected the complaint but found that the bringing of the 

complaint by G.A. Modefine was an abuse of the ICANN Administrative Proceedings.   

 

Facts

 

The Complainant was the registered owner of the famous trademarks “ARMANI” 

“GIORGIO ARMANI” “EMPORIO ARMANI” (“the ARMANI Trade-marks”) registered in a 

large number of countries including the United Kingdom, the United States of America 

and Canada.  It filed its complaint with the WIPO Arbitration and Mediation Centre (the 

“Centre”) in April 2001. 

 

The Respondent was a graphic artist and technical illustrator.  His full name is Anand 

Ramnath Mani.  The Respondent filed evidence which showed that he had been trading 

under the name “A.R.Mani” since approximately 1981.  The evidence filed included a 

copy of the Respondent’s business card which was said to have been used in 1982 and 

an advertising flyer said to have been used in 1990, and evidence that the Respondent 

was using the e-mail address of <armani@breez.winsey.com> since August 1992, plus 

                                                           
1 G. A. Modifina v. A.R. Mani, World Intellectual Property Organization Arbitration and Mediation Centre, 
Case Number, D2001 - 0537 July 20, 2001. 
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documents and correspondence were addressed to the Respondent as “A.R. Mani” or 

“Anand R. Mani”.2

 

The Respondent registered the domain name “armani.com” on February 20, 1995.  The 

Respondent did not have a website but used the domain name address.  He also used 

the e-mail addresses of info@armani.com, me@armani.com and arm@armani.com.  

The evidence showed that a number of e-mails were either received or sent to or from 

the Respondent at these e-mail addresses. 

 

The Respondent was first contacted by US lawyers representing the Complainant (or 

Mr. Giorgio Armani) in 1995.  By letter dated May 22, 1997, the Complainant’s US 

Attorneys offered the Respondent the sum of $1,250.00 CDN for the assignment of the 

domain name.  On August 15, 1997, the Respondent made a counter-offer of $1,935 

USD and also requested the Complainant not oppose his registration of the domain 

name <amani.com>.  By letter dated September 29, 1997, the Complainant’s US 

Attorneys rejected the Respondent’s counter-offer. 

 

The Attorneys representing the Complainant in the complaint before the Centre sent a 

letter to the Respondent dated January 23, 2001, which stated that: “the Complainant 

has recently come to know that you registered the domain name “armani.com” and 

invited the Respondent to “consider the possibility of settling the matter in a friendly 

way”.   

 

The Respondent sent an e-mail in response to this letter stating that the Respondent 

had spoken with employees of the Complainant over the years, that he had offered to 

share the domain name and that he had been told that the Complainant would not 

object if he registered “armani.ca” and that this offer was later retracted.  Last, that he 

                                                           
2 The Respondent also filed evidences to show that his full name was Anand Ramnath Mani.  His further 
evidence consisted of pages from the Vancouver Telephone directory indicating that Respondent as 
“Mani, Anand R” and “Mani, A.R.” and a certified copy of his Finnish Baptismal Certificate. 
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offered to give up the domain name and register “amani.com” but this offer was also 

unacceptable to the Complainant. 

 

The Issues 

 

The Complainant filed its complaint in accordance with the Uniformed Policy for Domain 

Name Dispute Resolution (the “Policy”) which had been adopted by the Internet 

Corporation for Assigned Names and Numbers (“ICANN”)3  For a Complainant to 

proceed, it had to establish the following three conditions: 

 

(i) The domain name is identical or confusingly similar to a trade-mark 

or service mark in which the Complainant has rights; 

 

(ii) The Respondent has no rights or legitimate interest in respect of 

the domain name; and 

 

(iii) The domain name has been registered and is being used in bad 

faith.  

 

The Complainant argued that the Respondent: 

 

a)  did not have a legitimate interests in the domain name 

<armani.com>  and that the Respondent’s complete name was not 

relevant; 

 

b)  could have registered a domain name which would easily 

distinguish itself from the ARMANI trade-mark by registering the 

domain of “Anand Armani” or “A.R. Mani”; 

                                                           
3 Complainants are then resolved by an administrative panelist under the rules for Uniformed Domain 
Name Dispute Resolution Policy approved by ICANN on October 24, 1999 (“the Rules”) and the WIPO 
Supplemental Rules for Uniformed Domain Name Resolution Policy (“the Supplemental Rules”).   
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c)  had led that no evidence showing use of the domain name before 

notice of the dispute, as no website had been constructed or 

activities carried out under the domain name which showed no use 

of the domain name in connection with his business;   

 

d)  filed documents which should be given no weight to show that he 

was commonly known by the domain name in light of the strength 

of the reputation attaching to the ARMANI trade-marks;  

 

e) benefited from the confusion caused by the Respondent’s use of 

the domain name which allowed him to exploit the notoriety of the 

Complainant’s trade-marks;  

 

f) exhibited bad faith because he refused the sum of $1,250.00 Cdn 

for the assignment of the domain name and countered with 

$1,935.00 US; and 

 

g)  that as the Armani trademark is a famous trademark, the 

Respondent must have known, prior to notice of the complaint, that 

registering of the domain name would infringe on the Complainant’s 

rights. 

 

In response, the Respondent argued that his full name was Anand Ramnath Mani, and 

he produced a certified copy of his baptismal certificate and his birth certificate. 

 

The Respondent argued that the domain name <armani.com> used in association with 

his graphic artist and graphic illustrator services was not confusing with the 

Complainant’s ARMANI trade-marks which were registered in association with luxury 

wares, namely clothes, glasses and perfumes.  The Respondent did not contest or 

dispute the Complainant’s rights to use the trade-marks outlined in the Complaint, but 
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argued that the Armani luxury wares were very different from the graphic artist/illustrator 

services offered by the Respondent and that the channels of trade for both parties were 

obviously very different. 

 

That suggests that the likelihood of confusion between the Complainant’s luxury wares 

and the graphic illustrator services offered by the Respondent was remote.  The 

Respondent also argued that when considering paragraph 4(a)(i) of the Policy, the 

WIPO should consider a Canadian law that registration of a famous trade-mark does 

not automatically mean a virtual monopoly over all goods and services which could 

possibly be associated with that trade-mark.   

 

The Respondent relied on the decision of the Federal Court of Appeal in Pink Panther 

Corp v. United Artists Corp.4  There the Court had to determine whether a United Artists 

trade-mark registered in association with the entertainment business was grounds to 

oppose the registration of Pink Panther Beauty Corp’s application to register Pink 

Panther in association with the distribution of health care and beauty product supplies.   

 

The Pink Panther comedy films are well known and have been in circulation for over 30 

years.  The Registrar of Trade-marks allowed the application to register the trade-mark 

given the disparate nature of the wares and services, the trades of the parties and 

because there was no likelihood of confusion between the marks.   

 

United Artists appealed the decision to the Federal Court Trial Division on the basis that 

the mark was very famous and therefore, worthy of a wide ambit of protection.  The Trial 

Division Judge allowed the appeal, finding that differences in the nature of the wares 

and the trades of the respective parties were less significant than they might otherwise 

be in determining the likelihood of confusion.  On further appeal, the Federal Court of 

Appeal overturned that decision.  It held that under Section 6(5) of the Trade-marks Act 

                                                           
4 [1998] 3 FC 534. 
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there was six factors that must be considered in determining whether there was a 

specific likelihood of confusion between the trade-marks, five specific and one general.5  

 

The factors considered are not only the general class of goods involved, but also the 

quality and price of those goods.  Consideration of price stems from the assumption that 

a consumer will be more careful when purchasing an expensive item, such as an 

automobile, than an inexpensive item.  Respecting price, there is less likelihood of 

confusion even in the case of identical marks because a shopper will be assumed to 

undertake a judicious inquiry of the wares or services that he or she purchases and not 

rely simply on the hasty impression of a trade-mark or trade name.  With less expensive 

goods or services, more reliance may be placed on those trade-marks, and less care 

taken to ensure that the product is truly from the source which the consumer expects. 

 

In United Artists, the Trial Judge concluded that the differences in the nature of the 

wares and the nature of trades were quite dissimilar, but he failed to underscore the 

differences to the fullest extent.  The Court of Appeal found that the Trial Judge erred in 

finding that the factors were fairly balanced between the Respondent and the Appellant 

and ruling in favor of United Artists by virtue of the fame of their mark.  The Court of 

Appeal went on to state that there was no doubt that the Pink Panther trade-mark was a 

famous and strong trade-mark.  If it did not have inherent distinctiveness, then it 

certainly had acquired a great deal of distinctiveness in the 30 years that it had been 

part of popular culture.   

 

The Court of Appeal concluded as follows: 

 

                                                           
5  These specific factors under s. 6(5) are: 
 

    (a)  the inherent distinctness of the trade-marks and the extent to which they become known;  
     (b) the length of time and use; 
     (c) the future of the wares, services or business; 
     (d) the nature of the trade; and 
     (e) the similarity in appearance, sound and idea as suggested by the trade-marks.  
 
The general consideration is “all of the surrounding circumstances”. 
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However, the issue to be decided is not how famous the mark is, but 
whether there is a likelihood of confusion in the mind of the average 
consumer between United Artists’ mark and the one proposed by the 
Appellant with respect to the goods and services specified.  That question 
must be answered in the negative.  There is no likelihood of confusion as 
the source of the products.  The key factor here is the gaping divergence 
in the nature of the wares and the nature of the trade.  It is not a fissure 
but a chasm.(Emphasis added) 6  
 

The WIPO rejected the Respondent’s submission that the “armani.com” domain name 

was not confusing with the Armani trade-marks given the “gaping chasm” between the 

luxury wares sold by the Complainant and the graphic/illustrator services offered by the 

Respondent.   

 

The WIPO accepted that the Armani trade-marks were widely recognized trade-marks 

registered worldwide in respect to various classes of luxury goods.  He also ruled that 

given the identical correspondence between the domain name and the ARMANI trade-

mark, the Respondent’s detailed analysis of the test for determining confusion between 

trade-marks under Canadian Law was not relevant to the proceedings.  

 

The Complainant also had to prove was that the Respondent had no rights or legitimate 

interest in respect of the domain name.  The Complainant tried to argue that there was 

no evidence that had been supplied to prove the use of the domain name “armani.com” 

in association with his graphic artist/illustrator business.  By doing so, the Complainant 

was urging an interpretation of paragraph 4(a) of the Policy which was incorrect.  

Paragraph 4(c) of the Policy clearly states that for the purposes of demonstrating that 

the Respondent has a right or legitimate interest in the domain name, it is sufficient to 

prove under paragraph 4(c)(ii) of  the Policy that “before any notice to you of the 

dispute, your use of, or demonstrate preparations to use, the domain name or a name 

corresponding to the domain name in connection with the bona fide offering of goods or 

service.”  

                                                           
6 Page 19.  The Pink Panther decision was followed in Toyota Jidosha Kaisha (Toyota Motor Corp.) v. 
Lexus Foods Inc. [2000] FC 1890.  There the Court held that while notoriety of the mark and the length of 
time it had been used are factors to consider, they are not controlling.   



 9

 
The WIPO rejected this argument and found that the Respondent had a legitimate 

interest in the domain name registered as he used a similar domain name in connection 

with his business.  The WIPO rejected the further submission that the Respondent 

should not have registered the mixture of his own initials and surname but should have 

instead registered his own full name or some variant of it.   

 

The WIPO also found that it was very common practice for people in organizations to 

register domain names which are based upon initials and a name or acronyms or 

otherwise variance of their full names.  The WIPO specifically rejected the 

Complainant’s submission that by registering a domain name which was a variant of his 

own name, the Respondent was likely to cause confusion with the Complainant’s 

famous trade-mark.  The WIPO found that the Complainant had attempted to wrongly 

import into the test for legitimate interest, an element of confusion or bad faith which 

was not supported by the ICANN Policy or Rules. 

 
The Complainant argued that the Respondent’s registration of the domain name itself 

was in bad faith by the fact that the Respondent had offered to sell the name for 

$1,935.00 US.  The WIPO did not find that the offer to sell the domain name for a 

modest sum constituted bad faith, but was a counter-offer made by the Respondent.  

The Panelist found that it was a relatively modest sum far removed from the sort of 

amounts that were typically sought “especially in 1997" by “cybersquatters”7.   

 
The evidence established that the Respondent had a legitimate business in existence 

and presumably, if the domain name were changed, costs such as changing stationary 

and the like would be involved.  The figure suggested by the Respondent in his counter-

offer seemed entirely reasonable.  The WIPO also found as follows: 

 

                                                           
7A Respondent can prove that it had legitimate use of a domain name or name in association with a 
legitimate business or service.  A Complainant is precluded from arguing or attributing bad faith from the 
fact that a counter offer to sell the domain name was made to the Complainant.  Authority for this is found 
in the WIPO Administrative Panel Decision in Japan Airlines Limited v. Trans Host Associates, JAL 
Systems and John A Lettelleir, Case No. D2000 - 0573, at page 5. 
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It is a matter for the Complainant as to why it did not accept that offer.  It’s 
apparent belief that simply because it is the undisputed owner of a world 
famous name it can use the ICANN procedure to dispossess summarily a 
third party of what is a combination of his initials and surname, which on 
the evidence he has used in a bona fide manner since the early 1990's, is 
simply wrong.   

 

The WIPO also found that the Respondent’s willingness as part of his 1997 counter 

offer to register the domain name “armani.com” is further evidence of his lack of bad 

faith.  The WIPO censored the Complainant for its failure to set out any of the lengthy 

background of communication between the Complainant and the Respondent before 

bringing the Complaint to the Centre.  The Complainant or entities associated with it had 

been pursuing the Respondent since 1995 through various representatives.  The WIPO 

was left with a strong sense that the reason those actions led nowhere was because the 

Complainant had come up against the same issue as identified in these proceedings 

namely that the Respondent’s legitimate use of the variant of his own name.  

Furthermore, the WIPO stated that in accordance with the Policy, the Complainant 

purported to certify that the information contained in the Complaint was to the best of 

the Complainant’s knowledge complete and accurate.  On the evidence this was found 

not to be true. In the circumstances, the WIPO concluded pursuant to paragraph 15(e) 

of the Rules that the Complaint had been brought in bad faith and constituted an abuse 

of the administrative proceedings. 

 

Conclusion 

 

This case is instructive for practitioners using the WIPO dispute mechanism rules.  

Firstly, a practitioner should be aware that just because a trade-mark is registered in a 

number of jurisdictions, or has acquired a significant reputation in the marketplace 

through its distinctiveness or through long association with particular goods or services, 

does not entail that a legitimate domain name user will be compelled to transfer that 

domain name.  Next, if there is a history of negotiations between the Complainant and 

the Respondent, full disclosure of that history should be made by the Complaint.  If the 

Complainant fails to do so, it runs the risk of having the complaint declared an abuse of 
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process under to the ICANN Rules.  Under paragraph 4(a)(i) of the Policy, the 

Complainant need only prove that the trade-mark and the impugned domain name are 

identical or confusingly similar.  If this is indeed the correct interpretation of paragraph 

4(a) of the Policy, it is flawed.  There must be some objective standard applied to 

determine what is “confusion” between a trade-mark and the domain name at issue.  

While it is difficult to rationalize all the law from all the jurisdictions that accede to the 

Rules, any test for confusion should consider the wares and services of the competing 

trade-marks and the domain name.  Practitioners should also scrutinize the background 

of the panelists appointed ruling on the complaint, including their cities and countries of 

origin and any associations or memberships in organizations which are linked to the 

Complainant.8   This investigation may raise grounds for arguing that a reasonable 

apprehension of bias is present. Lastly, and for Respondents, all evidence of use in 

                                                           
8  After G.A. Modefine filed its complaint with the Centre and the Respondent filed its reply material, the 
Centre then appointed a Miss Anna Carabelli as the Administrative Panelist in the proceedings.  Ms. 
Carabelli was a partner of a law firm called Studio Legale Modini - Rusconi in Milan, Italy.  The Plaintiff 
G.A. Modefine was associated with Giorgio Armani SPA also of Milan, Italy.  Evidence filed by G.A. 
Modefine stated that Milan was the undisputed fashion capital of the world.  The evidence also presented 
by G.A. Modefine demonstrated that Georgio Armani accounts for a significant portion of the revenue 
generated by the fashion and luxury trade in that city.   
 
In addition, Studio Mondini Rapisardi, the Panelist’s law firm and Giorgio Armani SPA were members of 
an association called Indicam located in Milan, Italy.  Indicam, is an Italian organization which seeks to 
eliminate the counterfeiting of trade mark  Italian goods.  On May 23, 2000, Indicam held a seminar 
dealing specifically with the Internet, and the issue of domain names entitled “Domain Names: 
Opportunity for the Enterprises, Confrontation in the System”. 
 
The Respondent argued that the test in determining whether there was an appearance or apprehension 
of bias, is whether the average person, reasonable informed of the circumstances of the Complaint, 
would apprehend the bias, or potential for bias by the appointment of Ms. Carabelli.  Given the fact that 
both her law firm and the Complainant were members of a trade-mark association which was formed in 
part, to aggressively eliminate alleged trademark infringement, the Respondent apprehended a bias.  
Indeed, given the number of available panelists from countries around the world not from Canada nor 
Italy, it is difficult to comprehend why the Centre appointed Ms. Carabelli a partner in a law firm in Milan, 
Italy. 
 
The Centre ruled that:  “both the Centre and the panelist reject the basis upon which the challenge is 
made.  The Center has no doubt on the independence and impartiality of the appointed panelist in light of 
her declaration to that effect.  However, in the interest of avoiding an “appearance or apprehension of 
bias” and to preserve the integrity of the process, the Centre and the panelist have decided to move 
forward with the appointment of another panelist.” 
 
Therefore the Respondent successfully challenged the appointment and Nick Gardner, a resident of 
England was appointed.  
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association with the name or trade-marks corresponding to the domain name should be 

placed before the WIPO. 


