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CLAIROL REVISTED: DISTINGUISHING BETWEEN THE DEFINITIONS OF “USE”  
 
The decision of Mr. Justice Thurlow in Clairol International Corp. v. Thomas Supply & 
Equipment Co. Ltd.1 (“Clairol”) has been recently put through a judicial interpretive 
grinder in the decision of Cie. Generale des Etablissements Michelin-Michelin & Cie v. 
C.A.W. - Canada et al2 (“Michelin”).   
 
The action before Teitelbaum J. considered whether the use by the defendant trade 
union of the trade-mark Michelin and the Michelin Tire man or “bibendum” design on 
trade union leaflets and posters constituted trade-mark infringement contrary to s. 19, 
20 and 22 of the Trade-marks Act (the “Act”).  The contentious portion of the trade 
union’s leaflets depicted a broad, smiling Michelin Tire man logo with its arms crossed 
and foot raised seemingly ready to crush underfoot an unsuspecting Michelin worker.  In 
the same leaflet another worker safely out of the reach of the Michelin Tire man 
possessive looming foot is a raised finger of warning and informs his colleague you 
better move before he squashes you. 
 
The trade union was attempting to unionize the workers at the Nova Scotia Michelin 
plant and circulated other leaflets and information bulletins on which were displayed the 
Michelin trade-mark.  The plaintiff unsuccessfully argued that the Court should not 
follow the Clairol decision concerning the interpretation of “use” for s. 20 and 22 of the 
Act.  After thoroughly analyzing the reasoning in Clairol, Mr. Justice Teitelbaum 
concluded that the plaintiff had failed to make out a case under s. 20 because it did not 
meet the implicit requirements of showing that the defendant’s had “used” the plaintiff’s 
registered trade-marks pursuant to how the word “use” is defined under the Act.   
 
He further held that in order to succeed under s.22, the plaintiff had to establish that the 
defendant had “used” the trade-marks.  In other words, since the defendant had not 
used the plaintiff’s registered trade-marks in the sale, distribution, or advertisement of 
wares or services in association with a confusing trade-mark, there was no 
infringement.   
 
In coming to this conclusion, Mr. Justice Teitelbaum specifically followed the reasons for 
judgment of Mr. Justice Mackenzie in Future Shop Ltd. et al v. A. & B. Sound Ltd. et al3 
(“Future Shop”) and specifically refused to follow the decision of Madam Justice Reed in 
Eye Masters Ltd. v. Ross King Holdings Ltd.4 (“Eye Masters”).  All three Judges in 

 
 1 Clairol International Corp. v. Thomas Supply & Equipment Co. Ltd. (1968), 55 C.P.R. 176, 
[1968] 2 Ex. C.R. 552, 38 Fox Pat. C. 176, apld. 

 2 Cie. Generale des Etablissements Michelin-Michelin & Cie v. C.A.W. - Canada et al (1997) 71 
C.P.R. (3d) 348.  

 3 Future Shop Ltd. et al v. A. & B. Sound Ltd. et al (1994), 55 C.P.R. (3d) 182. 

 4 Eye Masters Ltd. v. Ross King Holdings Ltd.(1992), 44 C.P.R. (3d) 459, [1992] 3 F.C. 625, 56 
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Michelin, Eye Masters and Future Shop relied on their own interpretation of Clairol and 
Mr. Justice Thurlow’s definition of s. 19, 20 and 22 of the Act as authority for the 
decisions reached in each case. 
 
The plaintiff in the Michelin case need not of sought to overrule the decision in Clairol to 
substantiate its claim that its trade-marks had been infringed pursuant to s. 19, 20 and 
22 of the Trade-marks Act.  In Michelin, Mr. Justice Teitelbaum’s analysis of Clairol set 
out the need to prove two components of “use” under s. 19 and 20 of the Act5.  It 
appears therefore that in conducting the exhaustive interpretation of Clairol, he 
concluded that while Mr. Justice Thurlow did hold that the presences of the plaintiff’s 
marks in Clairol on the defendant’s hair dye packages were sufficient to constitute use 
of the trade-mark in association with the defendant’s wares, he stated that Mr. Justice 
Thurlow made no ultimate finding of infringement for the packages under s. 19. 
 
This contrasts starkly with the interpretation of the Clairol decision by Madam Justice 
Reed in Eye Masters.  In that case, the plaintiff sought an interlocutory injunction to 
prevent the defendant from referring to the trade-mark EYE MASTERS in its 
comparative advertising material.  The plaintiff and defendant were both engaged in the 
retail sale of prescription eye glasses, contact lens and related optical products.  The 
defendant’s comparative advertising campaign used the plaintiff’s EYE MASTERS 
trade-mark comparing the prices of the eye glasses6.  The plaintiff applied to obtain its 
interlocutory injunction arguing that its exclusive use of the EYE MASTER trade-mark 
was infringed contrary to s. 19 of the Act.  The plaintiff also argued that the 
advertisements infringed s. 22(1) of the Act7. 

 
F.T.R. 274, 35 A.C.W.S. (3d) 598, not followed. 

 5 Mr. Justice Teitelbaum was of the opinion that Justice Thurlow in Clairol held that under s. 19, a 
party which claims the right of exclusive use and who alleges infringement of that right has to first prove 
that the infringer used the trade-mark as the term ‘trade-mark’ and the verb ‘use’ are understood under s. 
2 and 4 of the Trade-Marks Act.  He also held that the test for ‘use’ in s. 20 requires two separate 
elements of proof from both s. 2 and s. 4.  In effect, the first element taken from s. 4 is:  
 
(1) did the defendant’s associate their services with the plaintiff’s trade-mark? 
 
The second element from s. 2 is: 
 
(2)  did the defendant use the mark as a trade-mark for the purposes of distinguishing or identifying 

the defendant’s services in connection with the plaintiff’s wares or services? 

 6 The advertising showed the same model in two photographs placed side by side.  In one of the 
photographs the model was frowning and the printing at the top of the photograph read ‘Eye Masters, 
$280 regular price....’.  In the other photograph the model was smiling and the printing at the top of the 
photograph read ‘Shoppers Optical , $107 regular price’.  Above the two photographs in large letters were 
the words ‘Compare the Value - Shoppers Optical’.  The model was wearing similar looking eye glasses 
in both photographs.  

 7 s.22(1): 
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The plaintiff in Eye Masters successfully argued that the scope of protection conferred 
on trade-marks which are associated with “services” is broader than trade-marks 
associated with “wares”.  Madam Justice Reed referred to Mr. Justice Thurlow’s 
interpretation of s. 4 of the Trade-marks Act.  She accepted that in the Clairol decision, 
Mr. Justice Thurlow held that the colour comparison charts, which referred to the 
competitors trade-mark, when affixed to a package of hair dye was an infringement of 
the exclusive right granted by s. 19 of the Act.  She also concluded that at the same 
time, the replication of the same charts in an advertising brochure was not.  It is clear 
that Madam Justice Reed was alive to the differences between when a trade-mark is 
used in association with “wares” and when a trade-mark is deemed to be used in 
association with “services”.   
 
At page 462 of her reasons she stated that it was clear to her that in terms of 
comparative advertising campaign, if the trade-marks were used in association with 
wares, it was not an infringement of the trade-mark.  She ultimately held that the plaintiff 
had raised a serious issued to be tried.  Her reasoning was that in the case of 
“services”, there are no wares or packages to which trade-marks can be affixed, hence 
s. 4(2) deemed the “use” of a trade-mark “in association with” services if it is displayed 
on advertising material.  Presumably there was evidence that the EYE MASTERS trade-
mark was registered in association with the provision of eye glass services and it was 
on that basis that the use of the EYE MASTERS trade-mark by the defendant in its 
advertising campaign was pursuant the deemed use under to s. 4(2), and therefore an 
infringement of s. 19 and 22 of the Trade-marks Act.  If Madam Justice Reed’s analysis 
was based on that assumption, then it is clear that her reasoning was sound. 
 
But that analysis of Clairol was rejected by Mr. Justice Mackenzie in Future Shop.  He 
interpreted Clairol to mean that where a trader uses another trader’s trade-mark to 
capitalize on the similarities of products (as opposed to the differences) and thereby 
appropriate the goodwill in the products, there is an infringement of s. 22.  He held that: 
 

A comparative ad which by obvious and reasonable implication stresses 
the differences between the advertiser’s product and that of the 
competition does not attach itself to the competition’s goodwill in the same 
manner.  Rather, it seeks to distance itself from that goodwill by stressing 
the differences.  This would explain the contrast between the result which 
Thurlow J. reached with respect to the Revlon package, which he 
enjoined, and his illustration of the comparative pricing poster, which he 
concluded would not offend s.22(1). 

 

 
   No person shall use a trade-mark registered by another person in a manner 

which is likely to have the effect of depreciating the value of the goodwill 
attaching thereto. 
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Mr. Justice Mackenzie went on to conclude that Madam Justice Reed’s distinction 
between wares and services was not supported by the reasons in Clairol.  He 
concluded that the Clairol decision supported the position of A & B Sound: fair and 
accurate comparative price ads do not offend s. 22 of the Act.   
 
There the plaintiff Future Shop argued that the use by A&B Sound of the FUTURE 
SHOP trade-mark in a comparative advertising campaign violated s. 22 of the Act.  It is 
interesting to note that Mr. Justice Mackenzie did not state in his reasons whether the 
FUTURE SHOP trade-mark was registered in association with “wares” or “services”.  
Presumably since both Future Shop and A&B Sound are both engaged in the sale of 
electronic equipment, namely, sound systems, televisions and VCRs then Mr. Justice 
Mackenzie’s decision is entirely  supportable if was based on Madam Justice Reed’s 
interpretation of the Clairol decision.  If however, the FUTURE SHOP trade-mark had 
been registered in association with services, then Mr. Justice Mackenzie should have 
come to a different conclusion which again, is entirely supported by Madam Justice 
Reed’s interpretation of Clairol.  In the Michelin, case Mr. Justice Teitelbaum agreed 
with Mr. Justice Mackenzie in casting doubt that Clairol supported Madam Justice Reed 
in Eye Masters. 
 
It is difficult to understand why the Michelin, Eye Master and Future Shop decisions, did 
not apply the analysis of Mr. Justice Thurlow where he interpreted s. 22 as follows: 
 

There would be, I think, no difficulty in concluding that the section would 
find application in cases of the use of a well known trade-mark by 
someone other than its registered owner but in a non-competing field of 
trade or association with wares or services in respect of which is not 
registered.  It may be observed of this type of case that the use of the 
trade-mark might though it would not necessarily, be deceptive.  
Deception however, is not the test prescribed by s. 22, rather the test is 
depreciating the value of the goodwill attaching to the trade-mark, a result 
which would not necessarily flow from deception and which might result 
without deception being present.8

 
Certainly the Michelin Tire man design is a well known trade-mark and it was being 
used by a trade union in a non-competing field of trade in a manner likely to depreciate 
the value of the goodwill attaching to the trade-mark.  In this passage, Mr. Justice 
Thurlow was alive to the question of whether the trade-mark was being ‘used’ in a trade-
mark sense in association with wares or services.  Despite having gone to great lengths 
to analyze Clairol, it is clear that the derogatory manner in which the trade-mark was 
used would in and of itself depreciate the value of the goodwill attached to the Michelin 

 
 8Clairol, supra page 195.  Here Mr. Justice Thurlow was interpreting s. 22 of the Act. While 
Mackenzie J. cites this passage at page 184 of his reasons for judgment, it was not applied in the Future 
Shop case. 
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Tire man Design trade-mark.  However, Mr. Justice Teitelbaum concluded that the 
leaflets and pamphlets would probably diminish the plaintiff’s reputation as an employer 
but the leaflets and posters would not deleteriously affect the plaintiff’s representation 
as a manufacture or its specific role in the market place.  Indeed the trade union 
admitted it was attempting to parody the Michelin Tire man to win the “hearts and 
minds” of Michelin’s employees but not its customers. 
 
Raising parody as a justification for the use of a confusing trade-mark was rejected by 
Mr. Justice Dubé in Source Perrier v. Fira-Less Marketing Co. Limited9 (“Source 
Perrier”) The defendant in the Source Perrier case argued that the Pierre Eh! product 
was being marketed as a humourous political spoof or satire directed at the then Prime 
Minister Pierre Elliott Trudeau and was not marketed in competition with the Perrier 
product.  Not only did the plaintiff in Source Perrier argue that the sale of the Pierre Eh! 
product would cause confusion but it would likely to adversely affect Perrier’s reputation 
having regard to the fact that the plaintiff was a French company and no way involved in 
Canadian politics.   
 
Mr. Justice Dubé analyzed s. 20 and s. 6(5)(e) of the Act and concluded that the 
consumers of Pierre Eh! product would confuse that product with that of the plaintiff 
having regard to the degree of the resemblance between the trade-marks.  However, 
Mr. Justice Dubé went on to state that of more significance was that the fact that the 
defendant’s products would depreciate the value of the goodwill attached to Perrier’s 
marks contrary to s. 22(1) of the Act.  As authority he cited the passage of Mr. Justice 
Thurlow in Clairol referred to above.  The Court also examined an American decision to 
determine if “an intention to create a spoof” was a valid defence to a trade-mark 
infringement action.10

 

 
 

 9Source Perrier v. Fira-Less Marketing Co. Limited [1983] 2 F.C. 18.  The plaintiff, a French 
company, is the bottler and distributor of spring water marketed under the name ‘Perrier’.  The defendant 
was advertising and distributing bottled water in association with the name ‘Pierre Eh!’.  The defendant 
company was advertising and selling a 750 ml bottle of ordinary tap water in a green bottle bearing the 
name ‘Pierre Eh!’ in a type face substantially similar to that used by the plaintiff.  The Pierre Eh! green 
bottles at a first glance appeared to substantially identical to the Perrier labels. 

 10Mr. Justice Dubé cited with approval the decision of The Coca-Cola Company v. Gemini Rising 
Inc. [175 USPQ 56 (1972)] which was a decision of the New York District Court where Coca-Cola brought 
an action to enjoin the defendant from distributing a poster which consisted of an exact blown up 
reproduction of the Coca-Cola trade-mark, except for the substitution of the script letters ‘INE’ for ‘Cola’ 
so that the poster read ‘Enjoy Cocaine’.  The Court granted the preliminary injunction.  The Court held as 
follows: 
 

In this day of growing consumer resistance to advertising gimmicks strong probability exists that 
some patrons of Coca-Cola will be ‘turned off’ rather than ‘turned on’ by the defendant’s so called 
‘spoof’ with resulting immeasurable loss to the plaintiff.  In such circumstances injunction relief is 
the only adequate remedy if the right to it exists. 
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It is difficult to reconcile the Michelin, Eye Masters and Future Shop decisions as all 
three cases involved “well known” trade-marks.  The decision reached in the Michelin 
case is difficult to reconcile not because it did not follow Mr. Justice Thurlow’s 
interpretation of s. 22 but because it did not limit the focus of the discussion on whether 
the trade-marks in the Michelin case were registered in association with wares alone 
and not services.  It is interesting to note that Reed J., Mackenzie J. and Teitelbaum J. 
lamented the need for the conclusions reached in Clairol to be subjected to appellate 
scrutiny.  Therefore it remains to be seen whether Madam Justice Reed’s interpretation 
of the Clairol decision will be vindicated by an appellate court. 
 
 
 


