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 Metatags are common tool that website owners use to attract Internet searches 

to their sites.  This practice known as “Metataging” allows Internet website owners and 

advertisers to use the trade-marks of others to attract business to their websites. This 

article review metatags, which enables Internet search engines to locate and prioritize 

search data, and discusses whether using  metatags constitutes infringement of the 

Trade-Marks Act. 

 

 In Canada, the intellectual property bar has speculated on whether or not the use 

of metatags will constitutes infringement under the Trade-Marks Act.  The practice 

known as Metataging allows an Internet advertiser to search the content of another 

Internet site by using keywords, trade-marks or other identifiers.  The Internet is 

constantly growing at a phenomenal rate as a network of networks.  Reasonable 

estimates are that as many as 40 million people around the world can and do access 

the Internet. That figure was expected to grow to 200 million Internet users by the end 

1999.1

 The electronic reality in North America is that more and more websites are used 

by companies to provide information about their organization, products and services 

and act as point of sale for those wares and services.   The Internet uses domain 

names or “addresses” as a means of identifying web sites.  However, there are no 

directories for a user to locate a desired business or given website.  The user must 

search the Internet.  Given the vast, seemingly endless library that the Internet has 

                                                           
1Hearst Corp v. Goldsberger, US Dist. Lexus 2065 (1997) (United States District Court for the Southern 
District of New York) p. 2. 
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become, looking for information is indeed like looking for the proverbial “needle in a 

haystack”.2  Thus there has been a proliferation of search engines to locate and 

prioritize search data using keywords, trade-marks, or other identifiers which are known 

as “metatags”.  The metatag is information which is “buried” in the source code of a 

website.  In other words, the metatag is specifically put there to be read electronically by 

a search engine.  Typically, the metatag appears at the start of the source code. In 

addition, the metatag is most likely hidden from view of the Internet user.  It can only be 

seen if the user views the source code of the website.  When the keyword is entered, 

the search engine processes it through an index of websites to generate a list relating to 

the entered keyword.  Each search engine uses its own algorithm to arrange index 

materials in sequences so the list of websites that any particular set of keywords will 

bring up may differ depending on the search engine used.  There are different types of 

metatags including “description” and “keyword” metatags.  Description metatags are 

intended to describe the website, keyword metatags, at least in theory, contain 

keywords relating to the contents of the website.  The more often a term appears in the 

metatags, and in the text of the web page, the more likely it is that the web page will be 

“hit” in  a search for that key word and the higher, on the list of “hits” the web page will 

appear. 

 Given the current state of search engine technology, the search will often 

produce a list of hundreds of websites through which the user must search in order to 

find what they are looking for.  Therefore, companies that want searchers to “hit” their 

                                                           
2The problem is that the Internet is vast - it now consists of well over one billion pages and is growing: 
Margot Williams, The Washington Post reproduced in The Hamilton Spectator, June 2, 2000. 
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site prefer that their domain names be comprised of the company name or trade-mark 

with the suffix “.com”. 3  

 If a trade-mark owner incorporates its registered trade-mark in its domain name, 

it is likely to be more successful in attracting searchers to its website.  This is because a 

particular domain name can only identify one website, just as a particular mailing 

address can only identify one physical location.  Therefore, the value of using one 

registered trade-mark in a domain name is magnified by the fact that there is no 

exhaustive, central listing of Internet domain names.4

 The question intellectual property lawyers commonly ask is:  if one business uses 

another businesses’ trade-mark as a metatag to attract searchers to a website, is this 

an infringement of that owner’s exclusive right to use that trade-mark in Canada?  

Section 19 of the Trade-Marks Act gives an owner the exclusive right to use its trade-

mark throughout Canada in association with the wares or services registered in respect 

of that mark.  In order to determine whether or not the use of the metatag gives rise to 

liability for trade-mark infringement, is it necessary to show that such use causes 

confusion in the minds of the public?   

A recent decision of the Ontario Superior Court of Justice examined the thorny 

issue of “use” under the Trade-Marks Act in an electronic context in the case of Pro-C 

Ltd v. Computer City, Inc.5  While the Pro-C decision did not deal with metatags, Mr. 

Justice Whitten examined whether or not use of the plaintiff’s trade-mark by another 

                                                           
3 OBH, Inc. and Columbia Insurance Co. v. Spotlight Magazine and Claude Tortora, 86 F. Supp. 2nd 176, 
[2000] US Dist. Lexis 4462. 

4 Ibid Pages 8-9. 

5 2000, C.P.R. (4th) 193 (Ont S.C.J) Notice of appeal to Ontario Court of Appeal filed July 27, 2000. 
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business constituted trade-mark infringement.  The plaintiff was a Waterloo, Ontario 

software company that had purchased the registered trade-mark WINGEN.  The plaintiff 

launched its WINGEN product in 1996 as a software package for software architects 

and registered the domain name www.WINGEN.com in the same year.  The plaintiff 

subsequently began to send its software to its customers in an electronic form over the 

Internet.  The defendant, Computer City, was a pre-eminent computer U.S. superchain 

store operating 105 stores in North America, of which five were in Canada.  The 

defendant’s literature indicated that Canadians could call a 1-800 number for computer 

support, or visit the company’s website at www.computercity.com.  In 1997, the 

defendant decided to create an in-house brand personal computer and launched its line 

of personal computers under the trade-mark WINGEN.  The trade-mark WINGEN 

appeared on the packaging and in advertising, but was not embossed on the product.  

The WINGEN line of personal computers was extensively advertised in newspapers, in-

store promotions, and on the defendant’s website.  There was, however, no advertising 

in Canadian media, and the computers were not offered for sale in the defendant’s 

Canadian stores.   

As a result of the defendant’s launch of the WINGEN computers, visits to the 

plaintiff’s website doubled in January 1998. Individuals seeking information or 

assistance regarding the WINGEN line of personal computers, typed in the domain 

name WINGEN, thus employing the plaintiff’s trade-mark.  Internet search engines 

would direct individuals to the plaintiff’s website.  The plaintiff’s computer system could 

not handle this increased traffic and “crashed”.  The plaintiff could not, therefore, 
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properly service its customers and in response commenced an action for trade-mark 

infringement against the defendant.   

One of the issues in the lawsuit was whether or not the defendant’s “use” of the 

WINGEN trade-mark constituted “use”, as defined under the Trade-Marks Act.  Mr. 

Justice Whitten said that the determination of the existence of “use” in Canada requires 

a holistic approach.6  He adopted the classic statement of law, found in the Molson Co. 

v. Halter decision which says that “use” must proceed through a “normal commercial 

transaction”.7   Mr. Justice Whitten makes the point that “normal course of trade” had 

not been interpreted into a contemporary fashion and the base model of “use” as 

described in Molson v. Halter did not accurately reflect the realities of international 

trade, especially international trade over the Internet.  He stated:  

A “chain” of events or transactions to bring the trade-marked ware to the 
Canadian public often exists.  The Internet, therefore, has taken the 
evolution of international trade in commerce many steps beyond “the 
chain”.  Indeed, web sites and their pages can eliminate the necessity for 
a Canadian retail outlet.  It is possible that a web site can be used in 
conjunction with, or be part of, the overall merchandising efforts of an 
entity seeking to develop a Canadian market for its wares.8   

  

Therefore, Mr. Justice Whitten stated that a holistic approach requires the 

assessment of the normal course of trade “usage” to be seen in a context of the North 

                                                           
6 Ibid p.26. 

7 (1977), 28 C.P.R. (2nd) 158 (F.C.T.D)At page 177 Mr. Justice Gibson stated as follows: 
  

In essence, in order to prove “use” in Canada of a trade-mark for the purpose of the 
statute, there must be a normal commercial transaction in which the owner of the trade-
mark completes a contract in which a customer orders from the owner the trade-mark 
wares bearing the trade-mark, which wares are delivered by the owner of the trade-mark 
pursuant to such a contract to such a consumer.  

8 Pro-C, supra p.26.   
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American experience. He stated that the use of the trademark WINGEN displayed as 

part of purposeful commercial activity which targeted Canadian consumers on its 

website constituted “use” in Canada and was within the ambit of the Trade-Marks Act 9  

Thus, the issue was whether a defendant who uses an identical registered trade-mark, 

or a confusing trade-mark as a metatag identifier to attract business to its website, 

infringes that trademark owner’s rights as stated by Justice Whitten and argued by Pro-

C Ltd.  

 A theoretical argument against an action for trade-mark infringement is that since 

a metatag is not seen by the searcher, no confusion can occur.  This reasoning ignores 

the obvious fact: that the person conducting the search had to type the trade-mark into 

the searchengine.  Presumably that searcher was looking for the website connected 

with that registered trade-mark.  If the putative defendant business implants that 

registered trade-mark as a metatag in its website in order to attract “hits”, the searching 

consumer will be confused when their search brings up a web site that would otherwise 

contain the metatag.  This argument may be academic given the Pro-C decision, as Mr. 

Justice Whitten held that:   

The use of the trade-mark by Computer City is not with the purpose 
prohibited under Section 7(b), namely to cause consumers to think that 
they are purchasing a particular trade-mark ware, by use of a ware which 
has a mark particulary close in its characteristics to the bonafide trade-
mark.  In other words, the Computer City usage does not appear to be 

                                                           
9 Pro-C, supra at page 27 Mr. Justice Whitten concluded as follows: 
 

The website upon which the WINGEN name was displayed is part of the purposeful commercial 
activity which targets Canadian consumers.  Giving the existence of a store locator service to 
Canadians, the exposure of Canadians to the website, and the phenomenon of cross-border 
shopping, one can not rule out the possibility of Canadians purchasing a WINGEN, even though 
the product was not sold in the Canadian stores.  The use of the WINGEN trade-mark at www. 
computercity.com is, the reasons enunciated, “use” in Canada, and therefore comes within the 
ambit of the Trade-Marks Act. 
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with the intention of syphoning off Pro-C customers.  The Computer City 
usage is a pirating of the bonafide mark with the hope that the name 
WINGEN is so alluring from the point of view of assumed association with 
the popular Microsoft program WINDOWS that personal computers will 
sell. 

 
Section 20 of the Act deems an infringement on the exclusive right of the 
owner of the registered trade-mark if someone else sells or distributes 
wares in association with a confusing trade-mark.  Again this section does 
not appear to be applicable as there is no confusing trade-mark, rather 
there is confusion created by the use of an identical trade-mark.  The use 
of the trade-mark by Computer City is simply and purely an infringement of 
the exclusive right of an owner of the trade-mark within Canada as 
established by Section 19 of the Act.  It is an infringement which resulted 
in confusion which caused Pro-C to experience damage.  Section 53 of 
the Trade-Mark Act empowers a Court to address that issue. 10    

 
Thus, Mr. Justice Whitten is of the opinion that the identical use of a trade-mark 

by another person will find liability and it is the use of the identical trade-mark which 

causes the confusion.  This argument can be squarely applied in the situation where a 

metatag is used.  In other words, the plaintiff in a trade-mark infringement action need 

not worry that a consumer cannot see the trade-mark which is hidden at a metatag and 

therefore the likelihood of confusion need not be proved. 

 Liability for the use of a trade-mark as a metatag may also result in an action 

founded on Section 22 of the Trade-Marks Act.11   The issue under Section 22 is 

whether or not the use of the trade-mark as a metatag will depreciate the value of the 

goodwill of the registered trade-mark owner.  The classic analysis for Section 22 is the 

decision of Mr. Justice Thurlow in the Clairol case.12   Indeed, there have been many 

                                                           
10 Ibid p.29. 

11 Section 22:  No person shall use a trade-mark registered by another person in a manner which is likely 
to have the effect of depreciating the value of the goodwill attaching thereto. 

12 Clairol International Corp. v. Thomas Supply and Person Equipment Co. Ltd. (1968), 55 C.P.R. 176. 
Mr. Justice Thurlow interpreted Section 22 as follows:   
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cases where a defendant says it is not “using” a trade-mark as deemed under the 

Trade-Marks Act.  In Source Pierre v. Fira-Less Marketing Co. Ltd. (“Source Perrier”)13 

the defendant advertised and distributed bottled water with the name “Pierre EH”.  The 

defendant company was advertising and selling bottles of ordinary tap water in a green 

bottle bearing the name Pierre EH! in a typeface substantially similar to that used by the 

plaintiff.  The defendant argued that the Pierre EH! product was marketed as a political 

spoof or satire directed at the then Prime Minister, Pierre Elliott Trudeau, and was not 

marketed in competition as a mineral water product.  Indeed, the plaintiff in the Source 

Pierre case argued that the use of the Pierre EH! product would cause confusion, but it 

would also adversely affect its reputation as the plaintiff was a French company and 

was not involved in political activities in Canada.  Mr. Justice Dubé stated that the fact 

that the defendant’s products would depreciate the value of the goodwill attached to the 

Plaintiff’s mark contrary to Section 22(1) of the Trade-Marks Act was of greater 

significance.   

Therefore, even if a business was able to argue that using a registered trade-

mark as a metatag to attract the Canadian public to a website for non-competing wares 

or services was not “use” as defined by the Trade-Marks Act, a trade-mark owner may 

be able to use Section 22 to prevent the use of the trade-mark as a metatag.  A trade-

                                                                                                                                                                                           
There would be I think, no difficulty in concluding that this section would find application 
in cases of the use of well-known trade-mark by someone other than its registered owner 
but in a non-competing field of trade or association with wares or services in respect of 
which it is not registered.  It may be observed of this type of case that the use of the 
trade-mark might, though it would not necessarily, be deceptive.  Deception however, is 
not the test prescribed by Section 22, rather the test is depreciating the value of the 
goodwill attached to the trade-mark, a result would not necessarily flow from deception in 
which might result without deception being present. 
  

13[1983] 2 F.C. 18 (F.C.T.D.). 
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mark owner could argue that by imbedding the registered trade-mark as a metatag in a 

website, the trade-mark owner does not have control over how its trade-mark is being 

used.  The trade-mark owner may simply object to the type of wares or services offered 

by the owner of the website since it does not have control over the quality of the wares 

and services.  The plaintiff could argue that the goodwill attached to its trade-mark is 

being depreciated by the trade-mark metatag.  Depending on whether the metatag is 

being used to sell wares or services, this analysis may be contrary to the decision in 

Cie. Generale des Etablissements Michelin-Michelin & Cie v. C.A.W. - Canada et al14.   

There the plaintiff failed to argue around the Clairol decision’s reasoning 

concerning the interpretation of “use” under s. 20 and 22 of the Act.  Mr. Justice 

Teitelbaum concluded that the plaintiff had failed to make out a case under s. 20 

because it did not meet the implicit requirements of showing that the defendant’s had 

“used” the plaintiff’s registered trade-marks pursuant to how the word “use” is defined 

under the Trade-marks Act.  Since the defendant had not used the plaintiff’s registered 

trade-marks in the sale, distribution, or advertisement of wares or services, there was 

no infringement.   

The American experience is that the use of metatags to attract hits is likely trade-

mark infringement and unfair competition.  In PlayBoy Enterprises, Inc. v. Calvin 

Designer Label.15, Calvin Designer Label operated pornographic websites under the 

domain name “PlayboyXXX.com” and “PlaymateLive” and used “PLAYBOY” and 

                                                           
14 (1997), 71 C.P.R. (3d) 348 (F.C.T.D). 

15 Civ No. C-97-3204 (N.D.Cal) September 8, 1997. 
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“PLAYMATE” in its metatags.  On this basis, the Court granted Playboy Enterprises a 

preliminary injunction.   

There are no decided cases on this issue in Canada.  There is one case currently 

winding its way through the Quebec Superior Court.16  The decision dealt with an 

application to change the venue of the trial by the defendant.  The plaintiff’s action is for 

damages for trade-mark infringement arising from the defendants alleged use of the 

plaintiffs trade-mark “Convectair” as a metatag in the defendant’s website.  As such, the 

intellectual property bar anxiously awaits for a Court to pronounce on whether the use of 

metatags will constitute infringement under the Trade-Marks Act.    

 
  

                                                           
16 Convectair NMT Inc. v. Ouellet Canada (16Avril 1999), No. C.S. Montreal 500-050-048890-998 (C.S. 
Que.). 


